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REMARKS/ARGUMENTS 

I would like to thank Examiner Jagannathan for discussing the Final 
Rejection with me and the status of the Terminal Disclaimer with respect to the 
'416 patent. 

In the Office Action the Examiner stated that rejection of claim 1-5, 7-23 on 
the grounds that non-statutory double patenting over U.S. Patent No. 6,630,416 will 
be withdrawn once the previously filed Terminal Disclaimer is approved. The 
Terminal Disclaimer has been approved by the Patent Office and it is submitted that 
it is now appropriate to withdraw this basis of rejection for the claims. 

Claim 1-5 and 7-23 were rejected under 35 USC § 103 (a) as being 
unpatentable over the Lam et al. '883 patent or the Lam et al. '244 patent in view of 
the Lam etal. '416 patent. 

Applicants' claims define a friction material having a fibrous base material 
impregnated with at least one curable resin wherein the fibrous base material has a 
porous primary layer and a secondary layer. The secondary layer comprises a 
mixture of carbonaceous material and silica friction modifying particles on at least 
one surface of the primary layer. The silica friction modifying particles have an 
average size range from about 0.5 to about 20 microns and the carbonaceous 
material comprises at least one of carbon fibers having an average length that 
ranges from about 0.5 to about 6mm, or carbon particle having an average 
diameter that ranges in size from about 1 to about 80 urn. The amended claims 
are also directed to a process for producing a friction material having a fibrous base 
material and a coating on at least one surface of the fibrous base material where 
the coating is a mixture of carbonaceous material and silica friction modifying 
particles. 

It is clearly the Applicant's position that the Lam et al. '883 and '244 patents 
do not disclose or suggest a secondary layer comprising a mixture of carbonaceous 
material and silica friction modifying particles as defined in Applicant's claims. The 

7 



Appl. No. 10/678,598 

Amdt. Dated October 30, 2007 

Reply to Office Action of May 1 , 2007 

comments made by the Examiner in this rejection have not provided any additional 
support that establishes that the Lam et al. '883 or '244 patents disclose the 
features of the secondary layer of the friction material as defined in Applicant's 
claims. The Examiner has cited the Lam et al. '416 patent to provide the 
deficiencies of the previously discussed Lam et al. '883 and '244 patents. Although 
the Applicant is of the opinion that the Lam et al. '416 patent does not disclose or 
suggest the invention defined in Applicant's claims, a Terminal Disclaimer has been 
filed with respect to the Lam et al. '416 patent and this Terminal Disclaimer has 
been approved by the Patent and Trademark Office. It is the Applicant's position 
that this Terminal Disclaimer removes the Lam et al. '416 patent from being 
considered as prior art under 35 USC § 103 (a). With removal of the Lam et al. 
'416 patent as prior art it is the Applicant's position that the Lam et al. '883 and Lam 
et al. '244 patents do not disclose or suggest the invention defined in Applicant's 
claims and the Examiner is respectfully requested to withdraw this basis of rejection 
for the claims. 

Claim 1-5 and 7-23 were rejected under 35 USC§ 102 (e) as anticipated by 
or, in the alternative, under 35 USC§ 103 (a) as obvious over the Lam et al. '416 
patent. 

In this rejection the Examiner states that the '416 patent would form the 
basis for a rejection of the claims under 35 USC§ 103 (a) if the commonly assigned 
patent qualifies as prior art under 35 USC§ 102 (e), (f) or (g) and the conflicting 
inventions were not commonly owned at the time the invention in this application 
was made. Sections 102 (e) requires that the invention be described in an 
application or patent by another. The inventor on the instant application is also one 
of the named inventors on the Lam et al. '416 patent and it is submitted that the 
invention defined in the claims is not an invention that is described in a patent 
application or a patent by another. Accordingly, it is the Applicant's position that the 
'416 patent does not qualify as prior art under 35 USC§ 102 (e). 
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Section 102 (f) requires that the applicant did not invent the subject matter 
sought to be patented. As the applicant in the present case is also one of the listed 
inventors on the Lam et al. '416 patent it is submitted that there is no issue that the 
applicant in this application is the inventor of the subject matter sought to be 
patented. Accordingly, it is the Applicant's position that the '416 patent does not 
qualify as prior art under 35 USC§ 102 (f). 

Section 102 (g) requires that another inventor establish rights to the 
invention covered in the present patent application. As previously stated the 
inventor on the current application is also listed as an inventor on the Lam et al. 
'416 patent and there is no issue with regard to the subject matter of the present 
application being made by another. Accordingly, it is the Applicant's position that 
the '416 patent does not qualify as prior art under 35 USC§ 102 (g). 

There is an additional requirement that conflicting inventions were commonly 
owned at the time the present application was made. As previously stated the 
present application and the Lam et al. '416 patent are owned by a common 
assignee and there is no issue that the conflicting inventions are commonly owned. 
The common ownership of the present application and the '416 patent was also 
acknowledged by the Examiner in the double patenting rejection previously set forth 
in this Office Action. The Terminal Disclaimer filed in response to the double 
patenting rejection also establishes the common ownership of the present invention 
and the Lam et al. '416 patent. It is also the Applicants' position that the Terminal 
Disclaimer for the '416 patent removes this reference as prior art and that this 
references does not constitute a proper basis fro this rejection. 

In view of the above comments it is the Applicant's position that the Lam et 
al. '416 patent is commonly owned with the present application and that this patent 
does not qualify as prior art under 35 USC§ 102 (e), (f) or (g). In addition, a 
Terminal Disclaimer has been filed and accepted with respect to this reference. 
Accordingly, it is the Applicant's position that the Lam et al. '416 patent is not prior 
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art under 35 USC§ 103 (a) and the Examiner is respectfully requested to withdraw 
this basis of rejection for the claims. 

Claims 1-5 and 7-23 were rejected under 35 USC§ 103 (a) as being obvious 
over the Lam et al. '416 patent. 

As previously discussed in this amendment a Terminal Disclaimer has been 
filed and approved with respect to the Lam et al. '416 patent. It is the Applicants' 
position that this Terminal Disclaimer removes the Lam et al. '416 from being 
considered as prior art under 35 USC§ 103 (a). With removal of the Lam et al. '416 
as prior art, it is the Applicants' position that this rejection is no longer proper. The 
Applicants' acknowledge that the Terminal Disclaimer had not been approved at 
the time of the mailing of the Final Rejection. However, in view of the acceptance 
of the Terminal Disclaimer by the Patent and Trademark Office it is submitted that 
this has resolved the issue of the utilization of the Lam et al. '416 reference as prior 
art and the Examiner is requested to withdraw this basis of rejection for the claims. 
It is the Applicants' position that the issues raised in the Final Rejection have been 
completely addressed in this response. It is further submitted that the claims 
patentably distinguish over the prior art that the Examiner can properly comply to 
reject claims. Accordingly, a favorable action on the claims is respectfully 
requested. 

Respectfully submitted, 

EMCH, SCHAFFER, SCHAUB 
& PORCELLO CO., L.P.A. 



Bv: Cd^^±jl^^A&^ - 
Charles R. Schaub 
Reg. No. 27,518 
Tel.: (419) 243-1294 
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